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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 
30, 2006 has been entered. 

Response to Amendment 

2. This Office action is responsive to applicant's amendment filed June 30, 2006. 
Claims 31-58 are pending. 

Response to Arguments 

3. Applicant's arguments filed in the amendment of June 30, 2006, at pages19 and 
20, in response to the rejections of claims 31-40 under either 35 U.S.C. 102(b) or 103(a) 
as set forth in the prior Office action, have been fully considered but they are not 
persuasive. 

Applicant's response is based on the claims as amended to overcome the prior 
rejections. The rejections of the amended claims and newly added claims are set forth 
below. 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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5. Claims 35, 36, 38, 40, 44-46, 50-52 and 56-58 are rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent 5,392,131 (Umeno) in view of U.S. 
Patent 5,361,143 (Nakayama et al., hereinafter Nakayama). 

Regarding claims 35 and 44, Umeno discloses an image transmission apparatus 
for displaying names of or images representing a plurality of files at least one of which 
contains image data of a document image and for enabling the manual selection one of 
the plurality of files, whose name or image is displayed, for transmission, comprising: a 
memory adapted to store each of the plurality of files including that at least one file 
containing the document image so that the document image is stored as image data 
(image memory stores image data of an original document to be transmitted (column 3, 
lines 34-37)); a display unit configured to display the plurality of names of or the plurality 
of images representing the plurality of files stored in said memory (display on which 
data of an original document to be retrieved is displayed (column 3, lines 8-10); plurality 
of document data retrieved and displayed (column 8, lines 32-37)); a file selection unit 
adapted for a user to select at least one of the plurality of files in said memory whose 
name or image is displayed on said display unit (touch panel used to select document 
for transmission (column 8, lines 49-53)); and a transmitting unit adapted to transmit the 
image data to the destination apparatus (communication processor calls destination 
party designated, and transmission of associated document carried out (column 7, lines 
50-64)). Said file selection unit comprises a touch panel comprising a document 
transmission screen comprising said display unit (touch panel (column 8, lines 49-53)). 
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Umeno does not disclose a controller adapted to read out the data in a format 
suitable for a destination apparatus, from a file which was selected by a user through 
said file selection unit, wherein in the event the selected file is the file containing image 
data of the document image, the controller reads out the image data of the document in 
a format suitable for a destination apparatus, as recited in claim 35. However, as 
mentioned in the prior Office action, Nakayama discloses an image transmitting 
apparatus, wherein when the destination is capable of multi-color printing, integrated 
data and data of each color are transmitted (column 4, line 67 - column 5, line 3); 
otherwise, either only integrated data or monochrome data are transmitted (column 5, 
lines 21-28). By determining the capability of the destination apparatus prior to 
transmission of a document, the apparatus is able to transmit the document with greater 
efficiency in the case where the destination is found to be incapable of multi-color 
printing, while enabling faithful reproduction of a multi-color image at a destination 
capable of multi-color printing. 

Regarding claim 36, Nakayama discloses storage of the document image both as 
color image data and monochrome image data in the file (column 4, lines 40-48). 

Regarding claim 45, Umeno in view of Nakayama does not explicitly disclose the 
display of a storage-box reference button group comprising a plurality of differently 
labeled storage buttons each representing a different one of the plurality of files, 
wherein each storage button is labeled with the name of one of the plurality of files, 
wherein one of the files is selected for transmission in response to the user touching 
one of the displayed buttons; and an in-box document field comprising one or more 
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names of the one or more documents stored in the files represented by the plurality of 
buttons, wherein a document of a file is selected for transmission in response to the 
user touching the name of that document and touching the button of the file to which 
that document belongs. Umeno does provide a touch panel for selecting one or more 
documents, as mentioned above. The touch panel is not described in detail, so one 
cannot say for sure whether each button of the touch panel corresponds to a respective 
document. However, it is well known in the art to provide a panel with numerous keys, 
wherein the selection of a particular key enables access to a corresponding piece of 
information stored in memory. For example, in facsimile communications, it is well 
known to store plural destination fax numbers in memory, and to access a desired 
destination by pressing a single key on the touch panel. Likewise, it is well known in the 
art to access a stored document by pressing a corresponding key. It would have been 
obvious for one of ordinary skill in the art to provide such a feature in Umeno, for it 
enables the access of a desired document by pressing a single key, thereby saving time 
and effort. 

Regarding claim 46, Umeno further discloses the display of a transmission 
destination input field into which the user inputs a transmission destination to which the 
image data from one of the document images will be transmitted in response to a 
selection of the user (designation dial number entered through operation of numeral 
keys (column 4, lines 31-36), entered dial number displayed (Fig. 5)); and transmission 
start button, the pressing of which by the user starts transmission of the selected file 
and document (start key operated in order to start transmission (column 7, lines 33-45)). 
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Umeno in view of Nakayama does not explicitly disclose a destination type selection 
button group comprising a plurality of buttons each representing a different type of 
transmission destination, wherein the input of the transmission destination is confirmed 
in response to the user touching one of the buttons of the destination type selection 
button group; and a transmission destination field into which the input transmission 
destination is registered in response confirmation of the input destination by the user 
touching one of the buttons of the destination type selection button group. However, as 
mentioned above with regard to claim 45, it is well known to store plural destination fax 
numbers in memory, and to access a desired destination by pressing a single key on 
the touch panel. It would have been obvious for one of ordinary skill in the art to provide 
such a feature in Umeno, for it enables the access of a desired destination by pressing 
a single key as opposed to a plurality of keys necessary for inputting a destination fax 
number, thereby saving time and effort. 

Claims 38 and 50-52 are method claims corresponding to above-rejected 
apparatus claims 35 and 44-46, respectively. The method steps are performed by the 
combined teaching of Umeno and Nakayama, as set forth above. 

Claims 40 and 56-58 recite a program storage medium storing a program for 
performing the steps of above-rejected claims 38 and 50-52, respectively. While the 
combined teaching of Umeno and Nakayama does not disclose a program storage 
medium, it is generally well known to one of ordinary skill in the art that processing 
steps are commonly stored as a program in a memory disk, or the like, to be read by a 
central processing unit of an apparatus, and it would have been obvious to provide a 
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program storage medium in the combined teaching of Umeno and Nakayama, so as to 
enable the apparatus to perform the processing steps. 

6. Claims 31-34, 37, 39, 41-43, 47-49 and 53-55 are rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent 5,666,211 (Tahara et al., hereinafter 
Tahara) in view of Nakayama. 

Regarding claim 31, Tahara discloses an image processing apparatus for 
enabling manual designation of an image-data storage destination prior to transmission 
of image data from the storage destination comprising: an image reading unit adapted 
to read a document image (document reader optically scans document image (column 
4, lines 38-53)); a manually controlled input unit that designates a storage destination in 
a memory of image data corresponding to the document image read by said image 
reading unit in response to an instruction by a user (transmission data storage 
designation switch designates storage of image in optical disk cassette (column 5, lines 
52-57)); and a file creating unit adapted to create a file in the memory at the manually 
designated destination into which the image data corresponding to the document image 
will be stored, and from which the image data will be transmitted in response to an 
instruction by a user (image compressed data for transmission stored in a portion of the 
memory of the optical disk cassette (column 7, lines 60-65)). 

Tahara does not disclose a controller adapted to register the document image 
which was read by said image reading unit both as color image and as monochrome 
image data in the file which was created by said file creating unit at the manually 
designated destination. This limitation is disclosed in Nakayama (in multi-color mode, 
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black (monochrome) data and color data read and stored (column 4, lines 26-48); in 
monochrome mode, only black data read and stored (column 4, lines 49-55)). By 
storing a document image as both a color image and as a monochrome image, the 
apparatus is able to transmit the document with greater efficiency in the case where the 
destination is found to be incapable of multi-color printing, while enabling faithful 
reproduction of a multi-color image at a destination capable of multi-color printing. 

Regarding claims 32-34, the image processing apparatus disclosed in Nakayama 
further comprises a transmission unit adapted to transmit image data to a destination 
apparatus, wherein said controller reads out one of the color image data to a destination 
apparatus, wherein said controller reads out one of the color image data and the 
monochrome image data stored in the file, which is suitable for the destination 
apparatus, and controls said transmission unit to transmit the read out image data to the 
destination apparatus (when other party is capable of multi-color printing, integrated 
data and data of each color transmitted (column 4, line 67 - column 5, line 3); 
otherwise, either only integrated data or monochrome data are transmitted (column 5, 
lines 21-28)); and a determining unit adapted to determine whether a document is one 
of a color document and a monochrome document (in automatic color selection mode, 
color contained in original identified through prescanning (column 4, lines 11-19)), 
wherein, when said determining unit determines that the document is a color document, 
said controller registers the document image both as the color image data and as the 
monochrome image data in the file, and when said determining unit determines that the 
document is a monochrome document, said controller registers the document image as 
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the monochrome image data in the file (storage of both types when multi-color mode is 
judged (column 4, lines 26- 48); storage of monochrome data in monochromatic mode 
(column 4, lines 49-55)). Said image reading unit continuously reads image data for a 
plurality of documents (continuous scanning and storage until last page is reached 
(column 4, lines 56-61)). 

Regarding claim 41, Tahara, as mentioned above, discloses a transmission data 
storage designation switch for designating a storage destination. While a touch panel 
comprising an image storage screen displaying a plurality of storage destinations is not 
disclosed, it is well known in the art to provide such a panel with keys on a liquid crystal 
display, wherein the selection of a particular key enables access to a corresponding 
piece of information stored in memory. It would have been obvious for one of ordinary 
skill in the art to provide such a feature in Tahara as an alternative to the designation 
switch, because of its well-known use in the art. 

Regarding claim 42, Tahara in view of Nakayama does not explicitly disclose the 
display of a storage-box reference button group comprising a group of buttons each 
representing a different file at a different storage destination in said memory for the 
image data corresponding to the document image read by said image reading unit, 
wherein one of the files at one of the storage destinations in said memory is selected in 
response to the user touching of the buttons; and a destination field comprising the 
storage box or storage boxes selected by the user by the user touching one of the 
buttons in said storage-box selection button group. However, as mentioned above, it is 
well known in the art to provide a panel with numerous keys, wherein the selection of a 
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particular key enables access to a corresponding piece of information stored in memory, 
and to place the information in a display field. It would have been obvious for one of 
ordinary skill in the art to provide such a feature in Tahara, for it enables the access of a 
desired storage destination by pressing a single key, thereby saving time and effort. 

Regarding claim 43, Nakayama discloses permitting a user to designate a 
scanning mode, and reading the document image in the scanning mode selected by the 
user (column 4, lines 20-39). In combination with Tahara, the document image which 
was read by said image reading unit is registered in the file at the optical disk cassette 
which was selected by the user touching the transmission data storage designation 
switch, as mentioned above. 

Claims 37 and 47-49 are method claims corresponding to above-rejected 
apparatus claims 31 and 41-43, respectively. The method steps are performed by the 
combined teaching of Tahara and Nakayama, as set forth above. 

Claims 39 and 53-55 recite a program storage medium storing a program for 
performing the steps of above-rejected claims 37 and 47-49, respectively. While the 
combined teaching of Tahara and Nakayama does not disclose a program storage 
medium, it is generally well known to one of ordinary skill in the art that processing 
steps are commonly stored as a program in a memory disk, or the like, to be read by a 
central processing unit of an apparatus, and it would have been obvious to provide a 
program storage medium in the combined teaching of Tahara and Nakayama, so as to 
enable the apparatus to perform the processing steps. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas D. Lee whose telephone number is (571 ) 272- 
7436. The examiner can normally be reached on Monday-Friday, 7:30-5:00, alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571) 272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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